
Introduction: A real property lawyer
cautiously inspects the edges of
intellectual property

Carol M. Rose

No one should take this title in the wrong way: that’s a “real” property
lawyer in the sense of real estate, not in the sense of actuality – realty,
not reality. I believe the editors of this volume thought that they
themselves knew too much about intellectual property to see the
perplexities that could obscure the path for uninitiated readers. And
so, for the Introduction, the editors sought out someone who knows
something about ordinary property, but not so much about intellectual
property. Lucky me! Thanks to their request, I have had the great
pleasure of going through these very enlightening essays about the
emerging and sometimes ongoing issues in this area, really one of
the most dynamic fields in all of property law. But I can only hope
that my relative unfamiliarity with specifically intellectual property
enables me to feel at one with other less expert readers. For the
readers who are more like me, I hope this brief introductory essay
can point out some of the common themes and some of the oddities
that these chapters address, and in some cases connect those themes
and oddities to current theoretical trends in other areas of property
law.1

I will begin with a question that runs through most of the chapters
and commentaries in this book: What is intellectual property

1 Just to reassure the forgetful or uninitiated even further, here is a quick and very
conventional primer on the main regimes of IP: Copyright protects artistic and authorial
productions, but it has considerable leeway for peripheral copying; its protection also lasts
a long time, but not forever – now usually the life of the author plus someone else’s life
after that. Trademark protects distinctive brands, symbols and slogans that identify the
sources of commercial products; trademarks too allow some exceptions, but they can last
indefinitely, so long as they are in use. Patents give very strong protection to useful
inventions, but they generally only last twenty years. Besides, patents take some effort
and expense to get, and they require the inventor to tell others how to make and use the
invention, even if those others are not supposed to do so until the patent expires. Trade
secrets, on the other hand, allow inventors to hold on to their secrets indefinitely (like
trademark), but a trade secret gives no protection if someone else figures out how an
invention works.
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supposed to be doing? After that, I will take up some versions of the
“edge” and what several of these chapters mean by the edges of
intellectual property. After that, I will run through a mélange of other
themes that readers may find in these chapters – certainly not an
exclusive list, but one that generally bounces off other ideas in prop-
erty law.

So, to begin with the most fundamental question.

What is it all about?

Silke von Lewinski (Chapter 10),2 commenting on the differences
between traditional knowledge protections and conventional commer-
cial copyright, observes that both copyright and protection of trad-
itional knowledge aim to control uses of intellectual endeavors.
Indeed, without too much of a stretch, one might say the same about
the rest of intellectual property (IP) as well. But to what end? Are IP
protections supposed to encourage innovation, by preventing others
from free-riding on original work for some appropriate period of time,
and (at least in the case of trademark) by protecting quality and staving
off consumer error? Those are the conventional rationales, and if true,
the underlying innovation-incentivizing goal ought to benefit the
public and give a good reason for the public’s recognition and enforce-
ment of IP claims. But von Lewinski’s comments also suggest that
these and other conventional IP rationales seem rather mismatched
with the reasons for protecting the creative productions of traditional
peoples, including the Maori haka performance works described by
Susy Frankel (Chapter 9). For many such works, the object is not to
innovate at all, but rather to reaffirm the identity and continuity of the
community and the community’s place in the larger universe; indeed
one might think that innovative (aka mistaken) performance may cause
grievous cosmic disarray.

But even within the many more conventionally familiar types of IP,
like patent or copyright, aid to innovation may be a sideshow, and the
real object of protection may lie somewhere else. For example, might
the idea of IP protection be simply to help businesses repress rivals,
whether or not innovation is involved? Some of the chapters in this book
suggest this rather questionable objective, notably the regional wine
makers’ claims against others’ use of the name “Spanish Champagne”

2 In this as in other references to the authors in this book, I will use brief names together
with the chapter locations of the authors’ contributions.
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(Gangjee, Chapter 5). Alternatively, as the the Rt Hon. Robin Jacob
(Chapter 20) rather tartly but interestingly suggests about copyright in
particular, might a good deal of IP protection be aimed at protecting
amour propre?

If amour propre is a matter of dignity, then some topics in these
chapters answer Jacob’s comment affirmatively, because a number of
dignitary claims – some more sympathetic than others – do surface in
these chapters. Traditional cultural expressions, like those of the Maori
haka performances (Frankel, Chapter 9), would appear to raise quite
sympathetic dignitary claims indeed, as traditional peoples try to impose
a respectful treatment on outsiders. On the other hand, Stacey Dogan
(Chapter 1) describes how baseball cards in gum packages initiated a
right to personal celebrity, but seemingly with little purpose other than to
make certain that celebrity images could be hawked for exclusive adver-
tising deals. The French, perhaps not surprisingly, have taken a some-
what more limited and one might even say more dignified approach to
celebrity protection (Lefranc, Chapter 2), in which celebrity is not so
readily bought and sold. Perhaps this reflects a greater Continental
concern for “moral rights” and personality protection than has been the
case for the bubblegum-snapping commercial cousins across the
Atlantic.

But coming back to amour propre, it is hard to see what motivation
other than affronted dignity would drive the early twentieth-century
makers of the “Odol” brand of mouthwash to object to the use of
“Odol” by a cutlery manufacturer (Beebe, Chapter 3), unless perhaps
there was an unspoken rivalry about some other personal hygiene
matter, like nail clippers. Indeed, subsequent developments of the
trademark dilution concept after Odol, in both America and Europe,
suggest motivations mixing possessiveness with a sense of lèse majesté
on the part of commercial kingpins (Beebe, Chapter 3; Dinwoodie,
Chapter 4). Another kind of dignitary claim appears in the actions of
the optical surgeon who took out a patent on a surgical method,
because, he said, he felt disrespected by professional insiders (Strand-
burg, Chapter 15), although this surgeon did seem to have some
monopoly profits in mind as well. And speaking of mixing dignity with
money, there is always the much-lampooned but ever-defended Barbie
(Tushnet, Chapter 19): is it amour propre or innovation or simply
monopoly profit that induces Mattel to threaten to sue the purveyors
of Barbie-like whip-wielding “dungeondolls”? Or perhaps do all three
motivations conjoin, under the rubric of reputation? And should
the rest of us care? With that question in mind, let us turn to another
set of common themes: edges.
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What is all this about edges? What is in and what is out
of IP, or, the edge of the cliff

The title to this book has to bring a certain smug smile to the lips
of lawyers who deal in real property. Try as they might, scholars
dealing in more ethereal forms of property cannot seem to escape
metaphors that refer to the brute physicality of real things. An edge
smacks of real estate and other tangibles: the edge of a cliff, or
the edge of a field – the border between something and nothing on
the one hand; or on the other hand, the border between one crop and
another. The edge of the knife suggests a different kind of edge:
“edgy” in the sense of cutting, critical, hard to manage. All three of
those metaphors of the edge show up in these chapters. But I will start
with the cliff.

Several topics in the book seem so close to the edge of IP that they
threaten to fall off the cliff altogether. Fashion is one of those cliff-
toppling topics (Hemphill and Suk, Chapter 7; Kur, Chapter 8) – too
artistic and too ephemeral for patent, too functional for copyright, in
effect straddling the copyright/patent divide without belonging to either.
But the chapters on geographical designations for wines (Gangjee,
Chapter 5), protections of traditional knowledge (Frankel, Chapter 9),
and surgeons’ methods for medical procedures (Strandburg, Chapter
15) also present scenarios that fit only very uncomfortably into the usual
rubrics of IP. The fit is uncomfortable for surgical procedures because of
the surgeons’ own vehement professional objections to proprietary
claims on medical procedures. It is uncomfortable for wine makers’
geographical designations – and indigenous cultural expressions too –

at least in part because the identities of the rights holders are somewhat
uncertain. Who is in, and who is out of the rights-holding group? Who
qualifies for membership; and who gets to define the qualifying activities?

Some scholars think that such issues are manageable through evolving
concepts in more traditional IP; Gervais (Chapter 6), for example, thinks
that trademark can deal with demands for geographical designations. On
the other hand, Frankel (Chapter 9) proposes a quite different way
to manage indigenous people’s traditional knowledge, allocating control
to traditional guardians. In the fashion industry, Hemphill and Suk
(Chapter 7) describe the 1930s upscale designers’ elaborate organization
to ward off copyists, suggesting that a given industry might try to organize
itself to come up with its own crypto-property rights. By the way,
this organization sounds much like the diamond merchants’ and
cotton traders’ organizations that Lisa Bernstein has described in detail
elsewhere, except that industry self-organization in those trades appears

4 Carol M. Rose
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to have been considerably more robust than was the case for the 1930s
fashionistas.3

The larger point is that cliff-hangers like these regularly emerge to raise
institutional issues for IP law. Should the cliff-hangers have their own IP
rubrics, known in this area as sui generis regimes? Or might they manage
to squeeze into standard IP categories? Or should they escape from
formal IP and design their own institutional norms? Those are the issues
that emerge when the edge means the edge of the entire IP cliff.

But there are other edges in this book as well.

The edge of the field: The borders between
different IP domains

Several of the chapters in this book describe the ways that the boundaries
can blur between different areas of IP – and what happens when they do.
Lionel Bently (Chapter 14) describes an early example, where the
purveyors of an eighteenth-century medical concoction received a patent
early on, but then claimed trade secrecymany years later.Here the blurring
occurred in a context in which legislators and courts themselves had not
yet really figured out the boundaries between these types of protections.
But another example came decades later, when the boundaries should
have been clearer to all concerned. Jeanne Fromer (Chapter 13) describes
a case in which the inventor of an industrial pump got the protection of a
patent for a time, but then managed to tack on the advantages of trade
secrecy – confidentiality and indefinite duration – to what looked suspi-
ciously like the same invention whose patent protection had expired.
Similarly, Rebecca Tushnet (Chapter 19) tells of the way that the produ-
cers of the very famous Barbie have endeavored to use both copyright and
trademark for their notorious dolls, maneuvering between these regimes to
try to take advantage of the most protective features of each.

As the last two examples suggest, blurring the boundaries can enable
inventors and authors alike to expand the protection of their work
beyond what either regime alone would accord them. In more conven-
tional property, there is a similar pattern that has been noticed in some
less-developed countries, where traditional landed property arrange-
ments have been only partially displaced by modernist titling regimes.
In that context, as Daniel Fitzpatrick has described, clever and

3 Lisa Bernstein, “Private Commercial Law in the Cotton Industry: Creating Cooperation
Through Rules, Norms, and Institutions,” 99Mich. L. Rev. 1724 (2001); Lisa Bernstein,
“Opting Out of the Legal System: Extralegal Contractual Relations in the Diamond
Industry,” 21 J. Legal Stud. 115 (1992).
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powerful players can shift back and forth to claim more than either
regime alone would have given them.4 There too, a blurring that begins
in simple confusion can take a more purposeful and aggrandizing turn.
Which brings me to yet another edge.

The edge of the knife: Stilettos and blunderbusses
in IP-land

“Edgy” can mean something cutting and critical, and parody is one of
the edges in that sense. Parody requires some copying of the target to
get the target in view (and then stick in the stiletto), but in so doing,
parody becomes particularly transgressive to the holders of IP rights. Not
only is the parodist copying the song or the slogan, but she is poking fun
at it. The IP rights holders know it, and as Robin Jacob illustrates
(Chapter 20), they can work themselves into quite a huff about parody,
sometimes to the point of making themselves look ridiculous.

Parody needles the trademark or creative work on purpose, but some
other transgressive types just want to have fun – without paying for it, of
course. In his chapter, Joseph Liu (Chapter 11) suggests the great lengths
to which hackers will go to watch an encrypted television show or play
a time-restricted video game, sneaking through the cracks in anti-
circumvention “digital rights management” (DRM) code to do so; while
Séverine Dusollier (Chapter 12) points to the difficulties that computer
gamers cause for European IP law when, say, they tinker with PlayStation
software in order play games outside the PlayStation empire.

These chapters suggest that transgression and defense establish a pecu-
liar kind of thrust and parry between transgressors and IP rights holders.
The fight begins when the transgressors take a jab at IP-protected
material, but then it goes on: The rights holders defend themselves so
aggressively as to overreach the protections that they would have under
IP itself. For example, US copyright law allows exceptions for parodies
under the rubric of “fair use,” with rather less regard than the Europeans
have for authors’ fusty “moral rights” (Jacob, Chapter 20). Nevertheless,
Mattel scares off would-be parodists everywhere by mixing and match-
ing trademark and copyright claims, claiming more protections than
would be available under either copyright or trademark alone (Tushnet,
Chapter 19).5 Trademark dilution – i.e., knocking-off someone else’s

4 Daniel Fitzpatrick, “Evolution and Chaos in Property Rights Systems: The Third World
Tragedy of Contested Access,” 115 Yale L. J. 996 (2006).

5 This kind of mix and match could backfire, though. See Jane C. Ginsburg, Of Mutant
Copyrights, Mangled Trademarks, and Barbie’s Beneficence: The Influence of Copyright on

6 Carol M. Rose
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famous brand to publicize some other kind of product altogether – often
rings of parody too, and of the major brands’ reactions to parody.6 The
early case of Odol mouthwash/cutlery looked all very serious, but
“Greatest Snow on Earth” was Utah’s little joke at Barnum & Bailey’s
expense.7 Barnum & Bailey lost in court, but they and other famous
brands won over Congress, which soon armed them with the blunder-
buss of dilution protection, safeguarding marks far beyond the trad-
itional idea of fending off imitation by competitors (Beebe, Chapter 3;
Dinwoodie, Chapter 4).

Liu and Dusollier’s contributions on “Paracopyright” (Chapter 11,
Chapter 12) describe an eerily similar pattern of thrust and aggressive
parry when it comes to technological restraints on copying: The technol-
ogy of DRM does not always outsmart the transgressive gamers and
other hackers, and in order to fend them off, holders of IP rights call
on legislation to punish those who would sneak through technological
protections. But once having attained this goal, the rights holders then
find a pleasant surprise: they can stretch the new legislative language to
protect matters considerably beyond the scope of IP – for example,
stopping players who figure out ways to “cheat” at computer games.
Cheating may be undesirable to the game manufacturers, but it is hard
to say it is a copyright violation in itself.

By the way, several chapters suggest something that I will take up
shortly again: what may be a persistent difference between the European
and American approaches. In this area of overreaching, the European
model seems to use ex ante legislation to crack down on rights holders’
overextension of IP, while the Americans do so ex post, through the
judiciary. But both efforts may be haunted by the specter of contracts,
in which the parties determine their rights outside the ambit of public
legislation, either through direct agreement, as described by Dusollier
(Chapter 12), or through producer-imposed “shrinkwrap” contracts that

Trademark Law, in Trademark Law and Theory: A Handbook of Contemporary Research 481
(Graeme B. Dinwoodie & Mark D. Janis eds., Edward Elgar, Cheltenham, UK, 2008)
(describing how the copyright “fair use” defense has infiltrated some trademark law).

6 One of my personal favorite examples is the former Anchorage rock band known as Mr.
Whitekeys and the Fabulous Spamtones. Hormel, the maker of the meat product Spam,
was not amused. See Mike Dunham, “‘Whale Fat’ Comes Back,” Anchorage Daily News,
September 11, 2011 (mentioning Hormel’s objections to the use of the name
Spamtones). Even better known is Hormel’s unsuccessful suit against Jim Henson’s
company for a Muppet movie character named “Spa’am,” described in the case as “the
high priest of a tribe of wild boars that worships Miss Piggy as its Queen Sha Ka La Ka
La.” Hormel Foods Corp. v. Jim Henson Productions, Inc., 73 F.3d 497 (2d Cir. 1996).

7 Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Div. of Travel Development,
170 F.3d 449 (4th Cir. 1999), certiorari denied 528 U.S. 923 (1999).
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have been much discussed in the context of software licensing.8 Con-
tracts like these raise a further question about IP: Is the law of IP a ceiling
as well as a floor on rights holders’ claims? And is there something about
the history of IP rights that drives in the direction of overprotection?

Morals and the evolution of rights

Conventional property rights are often discussed in evolutionary terms.
Blackstone has a little potted story about the evolution of property rights
at the beginning of his exhaustive (and exhausting) discussion of the
common law of property, and much the same story is told by modern
economists and “free market environmentalists.” The story, very
roughly, is that property rights systems cost something to create and
maintain, but that they will evolve when it is worth the cost and effort.9

Several of the contributions in this book, however, suggest a somewhat
different and rather surprising element in the opening stages of evolving
property rights, at least in the IP world: moralisms. Barton Beebe
(Chapter 3) discusses the 1924 German decision protecting the Odol
brand of mouthwash as an opening salvo in the still-controversial concept
of trademark dilution. But the Odol decision reads as if the judge was
more concerned about the copycat cutlery company’s bad manners than
about any legal rights that the mouthwash firm might have had. Similarly,
in Jeanne Fromer’s description of Tabor v. Hoffman (Chapter 13), where
the issue was the copying of a boiler-maker’s construction patterns, the
judges seemed more concerned about the copyist’s bad behavior than
about the pattern maker’s legal rights under trade secret law. The early
twentieth-century Haelen case, according baseball celebrities a hitherto
unknown “right of publicity,” focused on celebrities’ “bruised feelings”
and the corresponding unjust enrichment to the unauthorized user
(Dogan, Chapter 1). Much more recently, in cases testing new statutory
DRM protections, it may be significant that the entering wedges to
extending DRM beyond copyright were instances where decryption
devices permitted owners to receive broadcast signals without paying
for them (Liu, Chapter 11).

All this creates some interesting possibilities about the evolution of
property rights. Property is supposed to be good “against the world,” but

8 See, e.g., Mark A. Lemley, “Intellectual Property and Shrinkwrap Licenses,” 68 So. Cal.
L. Rev. 1239 (1995) (querying whether sellers of software can “opt out” of intellectual
property).

9 For some variations on this story, see Carol M. Rose, “Property as Storytelling:
Perspectives from Game Theory, Narrative Theory, Feminist Theory,” 2 Yale J. Law
& Humanities 37 (1990).
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could it be that when property rights are at early stages, more attention
focuses on unseemly behavior by some of the pushier non-owners from
out there in the “world”? Only later, as conflicts and pressures grow, does
one seem to find closer attention to the content and validity of the right
itself, as in the case of trademark dilution and, more recently, DRM
protection; and even then, the moral ire lingers on. Graeme Dinwoodie
(Chapter 4) notes that a 2009 British case about perfume packaging
expressed some moralisms about knock-offs that echo the old Odol case
(Chapter 3). The question then becomes whether the early moralisms
can set us on a course of overbroad protection, where moral aggravation
eclipses reconsideration and readjustment of the property right.

Institutional design: Ex ante vs. ex post, rules
vs. standards, and similar issues

The possible pitfalls of evolution raise more questions about institutional
design. Moralisms may push IP rights in the early stages in the direction
of overly broad definitions, but there also may be other factors that
undermine a legal system’s ability to strike the right balance about new
kinds of innovations – factors like the “hindsight bias” that makes innov-
ation seem obvious after the fact, and that perhaps might work in the
direction of under-protection rather than overprotection.10 On the one
hand, the DRM discussions (Liu, Chapter 11; Dusollier, Chapter 12)
suggest that it is all too easy to overreact to the need to safeguard what
look like important innovations, and to create protections that sweep up
activities considerably beyond whatever it was that called for protection
in the first place. On the other hand, however, Ted Sichelman’s discus-
sion of the 1948 Funk case (Chapter 17), with the majority’s dismissive
attitude toward mixtures of biological materials, strongly reinforces the
idea that it is easy to make light of genuine innovation.

But then, what to do? One possible route is to focus on potential
overreaching, and to take a tightfisted approach to creating new IP rights
at the outset, and only later follow up with rigorous and tailored protect-
ive systems. In the conventional property/contract literature, one might
call this the “rules” approach. On the other hand, Sichelman is more
concerned about the problem of under-recognition of innovations, and
takes what one might call the “standards” line. On this view, precisely
because of the difficulty of assessing innovation, legislatures and courts

10 Jeffrey J. Rachlinski, “A Positive Psychological Theory of Judging in Hindsight,” 65
U. Chi. L. Rev. 571 (1998).
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should set up IP regimes as loose and expansive at the outset, but subject
to ex post revision as the scope of the innovation comes into focus.

Incidentally, in this area of institutional design, readers may notice
a trace of a difference between European and American thinking about
IP – or more generally civil law and common law approaches. One
notices several instances in which commentators suggest that the
European approach is more sparing about recognizing IP rights in new
areas – Lefranc (Chapter 2), for example, notes that the French have
been slow to acknowledge rights in the emerging areas of celebrity or
publicity, and thereafter they have made the right more personal and less
subject to exclusive rights for commercial purposes. In a different area,
Justine Pila (Chapter 18) insists on a European view that there be some
“there there” of patentable subject matter – unlike Sichelman’s loosey-
goosey anything-goes view of what counts as a patentable subject up front,
but with strict post hoc reins on the scope of the patent right. Similarly,
Stefan Bechtold’s contribution (Chapter 16) notes that European legis-
lation takes the more precise – and more restrictive – path of banning
patents on medical procedures, as opposed to the looser American
approach that allows potential patents of these procedures, but excuses
doctors from patent liability. Moreover, in keeping with the civil law
tradition, the European approach is more apt to take the form of ex ante
formal legislation, as in the case of the French legislation about parody,
whereas the American IP system tends to dump all such questions on the
courts for ex post assessment (Jacob, Chapter 20).

One should not make too much of these differences; as Graeme
Dinwoodie (Chapter 4) notes about US and European conceptions of
trademark dilution, there is considerable dialog between systems in
many areas of IP. But if there are differences, it will be interesting to
see whether or how they play out in areas that now thoroughly stretch IP,
like protections for indigenous traditional knowledge. One might expect
the European approach to proceed with caution but then look for
sui generis codes, while the common law jurisdictions might be more
likely to let judges tinker with existing IP regimes post hoc, or perhaps
to give the issues to a special commission for case-by-case resolution, as
with New Zealand’s Waitangi Tribunal’s resolutions on the Maori haka
(Frankel, Chapter 9).

And still more institutional design: The social structure
of innovation

IP discussions often tell a standard story that is very familiar in conven-
tional property theory. The story is that property rights produce good

10 Carol M. Rose
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